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REMARKS/ARGUMENTS 

The amendments set out above and the following remarks are believed responsive to the 
points raised by the Office Action dated June 30, 2006. Reconsideration is respectfully 
requested. 

Claims 2, 5, 6, 8, 9, 15, 16, and 21-22 have been cancelled, and claims 1, 3, 4, 7, 10-14 
and 17-20 remain pending. Claims 1, 3, 4, 7, and 17-20 have been amended to describe the 
invention more clearly. For example, claim 1 has been amended to specify that the detergent is a 
Mannich base detergent, that the deposit inhibitor is a succinimide compound, and that the 
detergent and succinimide are present in a ratio of detergent to succinimide of from about 16:1 to 
about 1000:1 by weight. The amendments to claims 3, 4, 7, and 17-20 are essentially editorial in 
nature. The specification has also been amended to correct a typographical error. No new 
matter has been added, the bases for all of the amendments may be found within the original 
specification and claims. 

Amended claim 1 is supported by original claim 1 and the specification at, for example, 
page 21, Table 3 (Fuel Sample 1). 

Claims 2 and 17 were rejected under 35 U.S.C. §112, second paragraph. Claim 2 has 
been cancelled and claim 17 has been amended to delete the second occurrence of "hydrocarbyl 
succinimides". Accordingly, the rejections under 35 U.S.C. §112 have been obviated and should 
be withdrawn. 

Claims 1-3 and 5-20 were rejected under 35 U.S.C. 102(a) or 102(e) as anticipated by 
U.S. Patent No. 6,458,172 to Macduff et al. (hereinafter referred to as "Macduff). The rejection 
is respectfully traversed. 

The present claims are directed to fuel compositions which control, i.e. reduce or 
eliminate, injector deposits in spark-ignition internal combustion engines. The presently claimed 
fuel compositions include a spark-ignition fuel, a Mannich base detergent, and a succinimide 
compound, where the Mannich base detergent and succinimide compound are present in a ratio 
of detergent to succinimide of from about 16:1 to about 1000:1 by weight. The inventors have 
surprisingly found that fuel compositions including the claimed ratio of a Mannich base 
detergent and a succinimide compound provide significant reductions in injector fouling. For 
example, the present specification discloses numerous examples of fuel compositions comprising 
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Mannich detergent and succinimide in the claimed ratio which provide significant reductions in 
injector deposits (as measured by percent flow loss) over fuel compositions which do not contain 
the detergent and succinimide in the claimed ratio (see e.g., pages 21-24, Tables 3-7). 
Specifically, as seen in Table 3 of the present specification, Fuel Sample 1 which includes the 
claimed ratio of Mannich base detergent and succinimide compound results in a significantly 
smaller flow loss (i.e., fewer injector deposits) than the fuel samples which do not include the 
claimed ratio of Mannich detergent and succinimide. Similarly, as seen in Table 4, Fuel Sample 
2 which includes a Mannich detergent and succinimide in the claimed ratio results in a 
significantly smaller flow loss than those fuel samples which do not include the Mannich 
detergent and succinimide in the claimed ratio. 

In contrast with the presently claimed invention, Macduff is directed to reducing intake 
valve deposits and does not even mention reducing injector deposits. Furthermore, Macduff is 
directed to fuel additive compositions for reducing intake valve deposits which comprise a 
combination of detergents and fluidizers, and repeatedly teaches the importance of using a 
particular ratio of detergent to fluidizer to reduce intake valve deposits. While Macduff does 
disclose that the fuel compositions may optionally include a succinimide, Macduff does not 
disclose or even suggest utilizing a Mannich base detergent and a succinimide compound in a 
ratio of from about 16:1 to about 1000:1 by weight. Indeed, many of the examples in Macduff 
do not even include a succinimide, and in those examples which do include a succinimide, the 
proportions of Mannich detergent and succinimide are significantly outside the scope of the 
present claims. Thus, since Macduff does not disclose or suggest utilizing a Mannich base 
detergent and a succinimide compound in a ratio of from about 16:1 to about 1000:1 by weight 
to reduce injector deposits, one of ordinary skill in the art reading Macduff would not be led to 
the present invention. Accordingly, it is respectfully submitted that the amended claims are 
patentable over Macduff and that the rejection should be withdrawn. 

Claims 1, 2, 8-1 1, 14-16 and 18-20 were rejected under 35 U.S.C. 102(b) as anticipated 
by U.S. Patent No. 5,997,593 to McDonnell et al. (hereinafter referred to as "McDonnell). 
Claims 2, 8, 9, 15, and 16 have been cancelled. Therefore, the rejection of these claims is now 
moot. It is respectfully submitted that the currently pending claims are patentable over 
McDonnell. 
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The presently claimed fuel compositions include a spark-ignition fuel, a Mannich base 
detergent, and a succinimide compound, where the Mannich base detergent and succinimide 
compound are present in a ratio of detergent to succinimide of from about 16:1 to about 1000:1 
by weight. There is simply no disclosure in McDonnell of utilizing a Mannich base detergent or 
a succinimide, let alone using them in the presently claimed ratio. McDonnell is directed to fuels 
with enhanced lubricity, and provides no pointer to one of skill in the art to utilize the presently 
claimed ratio of Mannich base detergent and succinimide to reduce injector deposits. 
Accordingly, McDonnell cannot anticipate or suggest the fuel compositions of the present 
claims, and thus, the rejection cannot be maintained. 

Claims 1, 6-14 and 18-19 were rejected under 35 U.S.C. 102(b) as anticipated by U.S. 
Patent No. 5,551,957 to Cunningham et al. (hereinafter referred to as "Cunningham"). Since 
claims 6, 8, and 9 have been cancelled, the rejection of these claims is now moot. It is 
respectfully submitted that the currently pending claims are patentable over Cunningham. 

Cunningham fails to disclose each and every element of the pending claims and therefore 
cannot anticipate the claims. For example, Cunningham does not disclose or suggest utilizing a 
Mannich base detergent in a fuel composition to reduce injector deposits. Furthermore, 
Cunningham provides no teaching or suggestion of the advantages of utilizing the presently 
claimed ratio of a Mannich base detergent and a succinimide to reduce injector deposits. 
Accordingly, Cunningham cannot anticipate or suggest the fuel compositions of the present 
claims, and thus, it is respectfully submitted that the rejection should be withdrawn. 

Claims 1-4, 8-14 and 20 were rejected under 35 U.S.C. 102(b) as anticipated by WO 
01/42399 to Aradi et al. (hereinafter referred to as "Aradi"). Since claims 2, 8, and 9 have been 
cancelled, the rejection of these claims is now moot. It is respectfully submitted that the 
currently pending claims are patentable over Aradi. 

As the Office Action correctly notes, Aradi is directed to a fuel composition for direct 
injection engines including a Mannich detergent, but does not disclose or suggest utilizing 
succinimide deposit inhibitors. As clearly shown in the present specification, the presently 
claimed fuel compositions including the claimed ratio of Mannich detergent and succinimide 
provide improved control of injector deposits over fuel compositions including Mannich 
detergents alone. Since Aradi does not even mention utilizing succinimides, let alone utilizing 
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the claimed ratio of Mannich detergent and succinimide, Aradi cannot anticipate or suggest the 
present claims. Thus, the rejection cannot be maintained. 

Claim 4 was rejected under 35 U.S.C. 103 as unpatentable over Macduff in view of U.S. 
Patent No. 4,23 1 ,759 to Udelhofen. It is respectfully submitted that currently pending claim 4 is 
patentable over the cited references. 

The fuel composition of dependent claim 4 is patentably distinct for the reasons set forth 
above. The fact that Udelhofen may disclose alkylated cresol compounds is of no importance. 
Udelhofen simply does not cure the deficiencies of Macduff, and therefore the combination also 
fails to render the present claim obvious. 

In summary, there is nothing in any of the cited references that would lead one of 
ordinary skill in the art to utilize a Mannich base detergent and a succinimide in the presently 
claimed ratio to control fuel injector deposits. 

For the reasons set forth above, reconsideration of the rejections is respectfully requested. 
If, in the opinion of the Examiner, a telephone conference would expedite the prosecution of the 
subject application, the Examiner is invited to call the undersigned attorney. 

FEES 

It is believed there are no fees associated with this filing. However, in the event the 
calculations are incorrect, the Commissioner is hereby authorized to charge any deficiencies in 
fees or credit any overpayment associated with this communication to Deposit Account 
No. 05-1372. 

Respectfully submitted, 



Dennis H. Rainear, Reg. No. 32,486 

330 South Fourth Street 

Richmond, VA 23219 

Phone: (804) 788-5516; Fax: (804) 788-5519 

E-Mail: Dennis . Rainear@NewMarket. com 

Date: August 28, 2006 
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